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PREFACE

DR ANDREAS RAHMATIAN,
UNIVERSITY OF GLASGow, UK

Until recently, the area of trademark law has not been subject to much
rigorous theoretical and philosophical examination when compared with
copyright or patent law. This has changed somewhat, but it has mainly
been US-American scholarship which has looked into questions such as:
What are the foundations of trademark systems? In which way can
trademarks be justified? What is the function and purpose of trademarks?
How is this function reflected in the practical application of the law by the
courts? Stimulating as these debates are, they have inevitably focused on
US-American trademark law and US-American lega culture.

Dr Mohammad Naser has undertaken to put the findings of US-
scholarship into a broader perspective, and, by taking UK trademark law
as the paradigmatic jurisdiction besides US law, he has adapted US
trademark theory successfully to a European outlook and European
trademark systems. In his work, the author discusses first the various
philosophical theories justifying trademarks (utilitarian, economic and
labour-based theories, and personality-based theories), and then develops
an “economic-social planning theory” which posits that trademark systems
should be formulated in a manner that helps fostering free and fair
competition in the marketplace: this can only be achieved if one is aware
of the fact that it is not only the trademark owner, who, by creating and
using his trademark, establishes the goodwill the sign denotes, but it is
also the consuming public who reacts to the sign and thereby “ co-authors”
the trademark. The public grants the degree of association and everything
the mark stands for, thus ownership of the trademark proprietor must be
qualified in the light of the (cultural) contribution of the consumers in
creating the trademark.

The strength of Dr Naser’swork lies in the theoretical discussion of the
foundation of trademarks as well as in the detailed examination of the
eminent practical implications of his theory. He highlights that current
trade mark legislation has departed from the dual protection of owners and
the public to the sole protection of trade mark owners, especialy through
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widening the notion of “confusion” and introducing the idea of “dilution”
within trademark infringement. Furthermore, the overemphasis on the
trademark owner’s rights impacts upon freedom of speech, and the author
illustrates this problem with the attitude of the courts, especialy the US
courts, to trademark parody. The author proposes a new principle of
trademark protection which permits non-confusing uses and thus protects
fair competition. This principle also takes account of the right of free
speech and the development of cultural and expressive uses of trademarks,
in line with the economic-social planning theory. Dr Naser's work is
therefore not only a major contribution to the academic debate in this area,
but also relevant to the work of practitioners of trademark law.
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CHAPTERONE

INTRODUCTION

This book starts with the observation that the tegbf trademark
owners have recently expanded to extreme |év&lsis has happened to
the detriment of the rights of the consuming public other traders and
rivals? The assessment of trademark infringement has tebdrom
“confusion” to a new standard, which does not timite consideration the
state of mind of the consuming public: “dilutionThis expansion in
favour of trademark owners threatens to hinderathiéty of the public to
use trademarks in cultural and expressive tisesaddition, the rights of
other traders and rivals would also be affectetteOtraders and rivals are
prevented from using registered marks, even if suggs are not likely to
confuse the public as to “source and oridifThis could create barriers
against new entrants, and eventually might resulilistructing free and
fair competition.

Arguments attempting to justify the expansion ok thights of
trademark owners have relied upon utilitarian acghemic justifications.
This justification considers that trademarks redemesumer search costs.
According to this utilitarian and economic theottyademark owners
should be ensured the maximum protection posSibles aims to provide
owners with the proper incentives to produce highlity products, and

! Seeinfra pp 4-5.

Zipid.

3 Seeinfrap 11.

* In this book, the terms “source” and “origin” hdalde same meaning; they are
used to denote the identification function of tnadeks.

5 WM Landes and RA Posner ‘The Economics of Trad&maw’ (1988) 78
Trademark Reporter 270. See also, SL Carter ‘Thaufllle with Trademark’
(1989-1990) 99 Yale L J 762. See also, N Economidée Economics of
Trademarks’ (1988) 78 Trademark Reporter 526. & eh 2 pp 17-23.

See ch 2 pp 17-23.

" PS Menell ‘Intellectual Property: General ThedriesB Bouckaert and G de
Geest (edsEncyclopedia of Law & economics (Edward Elgar Cheltenham UK
2000) Vol 2, 149. See also, A Kozinski ‘Tradematdaplugged’ (1994) 84



2 Chapter One

to ensure the maximization of weaftfThe book holds that the incentive
argument is subjective, and differs on an individhasis’ It is also
suggested that the wealth maximization argumenturiificial,"® and
focuses solely on trademark owners. As such, tiiatian and economic
justification is responsible for this expansion ghts in favour of
trademark owners. However, the reduction of consusearch costs is a
valid argument, because it proves the need foestigtence of trademark
systems. Nevertheless, this could only be a stpfoint in the process of
justifying trademarks, but falls short in providireg full justification,
because it does not provide boundaries for thagightrademark owners.

Since a theoretical approach is deployed for theimmaation of
trademark owners’ rights, it seems that revisitittge philosophical
foundations of current trademark systems is esseriti addition, it is
vital to provide a further theoretical frameworkhish could set out
boundaries to protect trademark owners, and woeldalble to provide
justice to trademark owners, the consuming puhbtid ather traders and
rivals. In search of more theoretical clarity, thisok examines Locke’s
labour theory?! and Hegel's personhood approathHowever, it is
suggested that the premises of these theories atreapplicable to
trademarkg?

The case of the Social-Planning theory is differefhis theory
considers that trademark systems should be forediiata manner which
helps to foster a “just and attractive cultutétn this culture monopoly is
prohibited™® and an environment of free and fair competition is

Trademark Reporter 451. See also, AD Moore ‘Intélial property, Innovation,
and Social Progress: The Case Against Incentived@sguments’ (2003) Vol
26:3 Hamline L Rev 607. See also, EC Hettingertifitisg Intellectual Property’
(1989) Vol 18 No 1 Philosophy and Public Affairs-48. See also, ch 2 pp 17-23.
8 NS Kinsella ‘Against Intellectual Property’ (200¥pl 15 No 2 J of Libertarian
Studies 11, available at

<http://www.mises.org/journals/jls/15_2/15 2 1.pd26 August 2009). See also,
ch 2 pp 17-23.

® See ch 2 pp 25-27.

Yibid pp 23-24.

Yibid pp 30-34.

2ibid pp 40-44.

3ibid pp 34-30, 44-47.

14 W Fisher ‘Theories of Intellectual Property’ ilBinzer (ed)New Essaysin the
Legal and Political Theory of Property (1% edn Cambridge University Press
Cambridge 2001) 172. See algdra p 10. See also, ch 2 pp 57-59.

15 WJ Gordon ‘On Owning Information: Intellectual Pesty and the
Restitutionary Impulse’ (1992) Virginia L Rev 157.
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promoted'® The Public Authorship Model, which is a sub-thedrlps to
clarify the claims of the Social-Planning thedfyit considers that the
process of creating a trademark passes throughstages, in the first
stage the trademark owner affixes a sign over @igthoducts?® while in
the second stage the consuming public attributesanciation between the
mark and the products on which the mark is affiXe@ihus, trademarks
are joiggly “authored” and owned by trademark ovena@nd the consuming
public:

As such, this book develops what could be calledBbonomic-Social
Planning theory, which is not merely a conjuncturfe parts of the
economic and social theories, but rather buildswupese theories in order
to provide proper solutions to the current troubéth trademarks! In an
attempt to combine theory with practice, the Ecoms8ocial Planning
theory provides new arguments regarding the funstiof trademarks.
Accordingly, the source and origin function is ddiesed as the only
primary function of trademark& and owners of well-known trademarks
are provided with extra protectiGh A major theme that stems from the
theoretical and practical propositions developedbgk consider that the
consuming public should enjoy the right not to lbafased in regards to
trademarks, and shall also be able to use trademiark cultural and
expressive purposes. In addition, the trademarkeowshould be able to
offer his/her products, and compete with otherdradby ensuring product
differentiation in the marketplace. However, otheaders and rivals
should enjoy the right to use trademarks when sisefs are not likely to
affect the product differentiation.

The US and UK are used as case stGtlighich will assist in proving
the merits of the suggested theoretical approadttaneed to revisit the
philosophical foundations of current trademark eyst. After this general
outline of the book, the next section clarifiesniore clarity the trouble
with current trademark systems.

16 Seeinfrap 10.

17 See ch 2 pp 50-52.

18 5 Wilf ‘Who Authors Trademarks?’ (1999) 17 Carddsts & Entertainment L
J 8. See also, ch 2 pp 57-59.

19 Wilf (n18) 8. See also, ch 2 pp 57-59.

20 5ee ch 2 pp 57-59. See algtra p 10.

21 Seeinfra pp 6-8.

2 ibid. See also, ch 3 pp 75-78.

2 Seeinfra pp 6-8. See also, ch 3 pp 78-80.

% See generally chs 4, 5 and 6.



4 Chapter One

The Troublewith Trademarks

As has been outlined above, current trademark mgsteave widened
the scope of the rights of trademark owners. Todagrds, designs,
devices, shapes and packaging of goods are rdgéstamongst others.

In respect of this wide range of registrable marke scope of the
confusion test for trademark infringement has beetened?® in addition

to the introduction of the dilution test which ainte preserve the
uniqueness and singularity of trademarkSome scholars have cited this
expansion of the rights of trademark owners. Fangple, Assaf argues
that:

‘[T]h[e] extensive protection [of trademarks] is rpdrily due to two

factors: (1) a very broad interpretation of therneéiconsumer confusion”
and (2) the dilution doctrine, which protects famdrademarks from non-
confusing use<’®

This expansion in the rights of trademark owners ha@ppened to the
detriment of the rights of the consuming publiceTdonsuming public are
affected in two main respects, amongst otherstl¥igs has been argued
above, the confusion test for trademark infringemen interpreted
widely,? and the dilution concept is directed towards tbe-confusion

% See for example, Trade Marks Act 1994 (UK) ¢ 28(¥), providing that: ‘A
trade mark may, in particular, consist of wordscl{iding personal names),
designs, letters, numerals or the shape of goodhear packaging.” See also,
Trademarks Act 1946- Lanham Act (USA) 15 U.S.C. B27 (Section 45),
providing that: ‘The term “trademark” includes amyord, name, symbol, or
device, or any combination thereof'.

% For example, section 32(a) of the Lanham Act dussrequire that confusion
should be as to the source of origin of goods ovises. See- Trademarks Act
1946- Lanham Act (USA) 15 U.S.C. § 1114 (SectiofeBR This open the way for
concepts such as subliminal confusion. See- M kee&Hixty Years of the Lanham
Act: The Decline and Demise of Monopoly Phobia’ kth Hansen (ed)U.S
Intellectual Property Law and Policy (1% edn Edward Elgar Cheltenham 2006)
131. See also, ch 4 pp 102-106.

27 F| Schechter ‘The Rational Basis of Trademark &tinn’ (Reprint in 1970 of
the 1927 text) 60 Trademark Reporter 339. See als@ pp 64-67 and ch 4 pp
125-128.

2 K Assaf ‘The Dilution of Culture and the Law ofatemarks’ (2008) 49 IDEA:
The Intellectual Property L Rev 4.

2 See ch 4 pp 96-113. See also, ch 5 pp 162-174.
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uses? Therefore, the state of mind of the public is nonsidered athe
test trademark infringement, this undermines thie f the public in
trademarks. Secondly, the right of the consumingipuo use trademarks
to express their ideas and communicate their thisughput at serious
possible risk! Some jurisdictions have totally ignored the rigfftthe
public to use trademarks in cultural conte¥tsyhile other jurisdictions
have treated this right of the public as an exceptd the rights of the
trademark owne? It is suggested that treating the right of the ljputo
use trademarks in cultural and expressive usesnasxeeption is not
satisfactory’® After having identified the research problemsiirmportant
to discuss the scope and objectives of this book.

Scope and Objectives

In the light of the above-mentioned troubles witidemarks, this book
aims to deal with the following questions: Is thareeal need to revisit the
philosophical foundations of trademarks? If so, hmwld the protection
of trademarks be formulated in a manner that esstire rights of the
parties in the trademark formula?

As such, the scope of this book is not to providinite answers to the
technicalities of trademark protection. Ratherpiispose is to underline a
new theoretical justification which forms a justdasquitable approach to
trademarks. In particular, the book focuses onpitoeess of the creation
of marks, giving more emphasis to the usually igdarole of the public in
this regard. The book aims to establish a justificafor a system which
allows more public access to trademarks, namelycittural and
expressive contextS.This also forms the premise of this book; namely
that a reform in the current systems of trademéksucial in seeking to
overcome the weaknesses they are encounteringyPablould be driven

%0 See ch 4 pp 115-139. See also, ch 5 pp 174-187.

%1 RC Dreyfuss ‘Expressive Genericity: TrademarksLasguage in the Pepsi
Generation’ (1989-1990) 65 Notre Dame L Rev 41& &so, ch 2 pp 52-56.

32 For example, in the UK no freedom of expressidfeniee is provided. See- SM
Maniatis and E Gredley ‘Parody: A Fatal Attractidp&t 2: Trade Mark Parodies’
(1997) 19(8) EIPR 420.

% For example, see- Trademark Dilution Revision R(05 (USA) § 2 —
Trademarks Act 1946- Lanham Act (USA) 15 U.S.C183 (Section 43(c) (3)).

34 Seeinfra pp 6-8. See also, ch 6 pp 196-199.

% parody is taken as an example of the relevanteedEconomic-Social Planning
theory which is developed by this book. $efea p 11.
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to ensure justice amongst all the parties in thlemark context
because trademarks should not turn into monopdigstather, should be
beneficial to all parts of the community.

It should be noted that the scope of the justificasought in this book
is only considered from the perspective of tradéntaw. Therefore, the
role of other laws lies beyond the ambit of thisokoFor example, the
right of trademark owners to contest uses affectirgreputation of their
marks by the law of defamation, and the rightshaf tonsuming public
under contract and consumer protection, laws areleirant for the
purposes of this book.

Tools of Evaluation

In regards to testing the premises, the evaluaifaheory will be the
main methodological tool. Different theoretical apgches are deployed
in order to revisit the philosophical foundatiorigrademark protection. In
this assessment, the cases of the USA and UK widixamined to outline
the problem and assert its existence. The US dsp@ldiieory which forms
the extreme end for trademark protection in theldyavhere monopolistic
rights are enjoyed by trademark owners, and thietgigf the public are
almost diminished. Thus, this serves as a good hfod#is book. Such a
study will clearly show the negative effects of lsactheoretical approach,
and prove the need to revisit the foundations ofesu trademark systems.
The case of the UK is also significant; it représenmodel of the majority
of trademark systems in the world today, becausts ainplementation of
European and international frameworks. As suchliKelrade Marks Act
(TMA) represents an interesting case for study.

Having defined the scope and objectives of thiskbaad the tools for
evaluating its premises, it seems beneficial tdirithe main features of
the Economic-Social Planning theory, as developetthis book.

The Economic-Social Planning Theory

In dealing with the above-mentioned troubles withirent trademark
systems this book develops the Economic-Social Plannirept. This
theory adopts the economic aspect that trademazllsice consumer
search cost® in addition to the Social-Planning theory andsit®-theory:

% See ch 7 p 223.
37 Seesupra pp 4-5.
%8 See ch 2 pp 27-30.
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the Public Authorship Modéf. However, the Economic-Social Planning
theory is not confined to picking and mixing a n@ntof theoretical
approaches. It develops a coherent argument bydibgilupon, and
altering, the premises of these approaches. As, shehEconomic-Social
Planning theory contributes to existing theoretaaroaches in a number
of aspects, such as, amongst others:

Firstly, as regards the right of the public, thisok develops an
argument which considers that the consuming pustiould enjoy the
right in having their state of mind as the solet tés trademark
infringement!® Accordingly, the confusion test should be the only
standard for assessing infringement of trademadrks derives from the
premise of the Economic-Social Planning theory tredemarks are “co-
authored” by the public and trademark owners.

Here, it seems essential to define “why” and “howtfe “co-
authorship” is a critical issue. The “co-authorstaptrademarks is critical
because it provides boundaries to the rights afetreark owners. Owners
are not considered as the only player in the coméxrademarks. As
such, the “co-authorship” of trademarks justifiée tright of trademark
owners to offer their goods and/or services in mmarketplace, and to
compete with other traders and rivals. In addititiis “co-authorship”
creates competing interests in favour of the comsgrmublic; this means
that the proprietary rights of trademark owners lamited ab initio.** As
regards the manner of obtaining such rights, tleediathorship” explains
the manner of creating trademarks. The Economi¢aG&tanning theory
does not aim to extinguish the rights of tradenw@askers. Therefore, the
rights of owners are taken into consideration bseaf their role in “co-
authoring” trademarks. This role is manifested tgy initiative taken by a
trademark owner in affixing a sign over his/her g®@and/or services.
However, without the association that the consumpndplic attribute
between the mark and the products, the mark witl ggt any value.
Therefore, the “co-authorship” is obtained throtigé roles of the owners
and consuming public in creating trademarks.

Secondly, this book develops an argument in redatiiothe functions
of trademark$? The merit of the offered approach towards the tions
of trademarks is that it acknowledges all the fiomt thereof, unlike other

% ibid pp 42-53.

“Cibid pp 51-53. See also, ch 3 p 81.
4L Wilf (n18) 3-5.

42 See ch 3 pp 75-80.
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approache$® As such, trademarks denote the source and origin o
products. They also resemble quality to consumihis; quality varies
amongst individual consumers according to theiregaand preferencés.

In addition, trademarks assist in advertising amveying information to
consumers.

The Economic-Social Planning theory considers that source and
origin function should be the onlgrimary function®® This is because
protection of trademarks should be based uporfuhistion. This accords
with the presumption that the state of mind of theblic (confusion)
should be the standard for trademark infringem&hts does not aim to
cancel other functions; rather, these should besidered as secondary
functions. They are considered secondary becausaythlity function
differs amongst individuals. Therefore, protecticannot be built upon
this function. Regarding the advertising and infative functions, these
could be assessed through the confusion*ess such, these functions
are acknowledged by this book, but only as secgnélanctions, upon
which trademark systems could not be based. Byrastntthe source and
origin function, being the onlprimary function, forms the basis upon
which trademark systems should be based.

Thirdly, the Economic-Social Planning theory depasl@a new vision
regarding the protection of well-known trademarltsis suggested that
owners of well-known trademarks should enjoy moretgction than
owners of ordinary trademarksHowever, this book considers that this
extra protection should extend to cover dissimjjaods and/or services,
provided that the use of the well-known mark islikto confuse the
public as to source and origin. This proves that $lource and origin
function, as the onlyprimary function, has been developed by the
Economic-Social Planning theory to deal with thelgbem of extending
the protection of well-known marks.

3 For example, Schechter disregards the origin fanaif trademarks, he argues
that: ‘Four hundred years ago a trademark indicatdger the origin or ownership
of the goods to which it was affixed. To what extdoes the trademark of today
really function as either? Actually, not in thed8aSee- Schechter (n27) 335. See
also, ch 3 pp 64-67.

44 See ch 3 pp 70-72.

“Sibid pp 75-78.

4 Some scholars considered the advertising and nw#tive functions are
indirectly included under the source function. Sd&-C Torremans ‘The
Likelihood of Association of Trade Marks: An Assemt in the Light of the
Recent Case Law of the Court of Justice’ (1998)t8llectual Property Q 307.

47 See ch 3 pp 78-80.



Introduction 9

Fourthly, the Economic-Social Planning theory depsl new
orientations regarding the right of the public seurademarks in cultural
and expressive us&SAccordingly, the consuming public should be able
to use trademarks for such purposes provided thelh sises are non-
confusing. Similarly, other traders should be ablase trademarks if such
uses are not likely to confuse the consuming pufliis creates a new
formula for trademarks which includes trademark ersnthe consuming
public and other traders and rivas.

In the light of the above-mentioned conceptionsijumber of terms
have been introduced. These terms shall be debeémv in accordance
with the premises of the Economic-Social Plannhepty.

Definition 1: Trademarks

For the purposes of this book, the word “tradeniavkil be used to
refer to any sign which is adopted by an under@gkimho attaches this
sign to the goods and/or services which he/sheysexior provides, and
to which the consuming public attribute an assamabetween this sign
and the products. The amount of association praviole the public is
ordinary: as such, the word “trademarks” is theieajant of the term
“ordinary trademarks”. The effectiveness and usétraidemarks” in the
marketplace is thus straightforward: They mainlferdo the source and
origin of the products to which the “trademark’affixed. They need not
denote the produceper se; however, they should refer to a certain source
and origin, which could be anonymous.

Definition 2: Well-Known Trademarks

The term “well-known trademarks” refers to signs ichh were
originally “ordinary trademarks”, but to which theonsuming public
attribute a higher degree of association than otndmary trademarks.
The ability of “well-known trademarks” to fulfillite primary function as
source and origin identifiers is also higher. Thusprder to protect the
validity of such signs as source identifiers, thaeuld be a distinct mode
of protection for “well-known trademarks”. This sid provide extra
protection, to the extent that it ensures the ptate of the public and the
owner in cases of any use by others, which miglecathe “well-known”

48 See ch 2 pp 57-59. See also, ch 6 pp 196-205.
49 Seeinfrap 11.
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mark’s ability to denote the source and origin foé fproducts to which
they are affixed.

Definition 3: Co-Author ship of Trademarks

As may be inferred from definitions 1 and 2 abotre creation of
trademarks depends upon a two step process;tfieshwner adopts a sign
and affixes it to his/her products, second, theliputseate an association
between the sign and the products. The case otkwelvn trademarks
includes a further third step where the public ptevhigher level of
association. This process of trademarks’ creagomfierred to as the “co-
authorship of trademarks” by the owner and the gonisg public. It shall
be argued that the process of “co-authorship” lestithe owner and the
public to the “co-ownership” of such marks.

Definition 4: Trademark Owners

In accordance with the view that trademarks aredigthored” by the
public and the owner, and due to the nature oktratks, this book holds
the view that trademarks are not the sole propegtyts of owners, but
are, rather, a bundle of rights in favour of thenemand the consuming
public. Therefore, rights in trademarks should batually enjoyed and
exercised by the public and the owner; such righgside in the
entitlements that should be conveyed to thosegsarfis such, the public
and owners are both the real owners of the righteademarks; this means
that reference to the owner does not mean ownepshige, but rather,
refers to the trademark registrant. The use oftémn “owner” of the
trademark refers to the user or registrant of thedemark, who affixes the
sign over his/her products, and retains ownershipedain rights in the
mark.

Definition 5: Just and Attractive Culture

The Economic-Social Planning theory considers tlrademark
systems should be formulated in a manner whichshtelfoster a “just and
attractive culture”. This term will be used in thisok to refer to a culture
where monopoly of trademarks on the part of owigirsot permitted. In
this “just and attractive culture”, the use of gathrks should promote an
environment of free and fair competition in the kedplace.
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Definition 6: Trademark Formula

To achieve a “just and attractive culture”, therdses the need to
recognize the parties involved in the context aflamarks. Plainly, the
owner and also the public are parties to the tradksn However, they are
not the only parties; other traders and rivals sarggested to be another
third party, which retains the right to use the knarcases where such use
shall not affect the ability of the mark to dentite source and origin of
the goods and/or services to which they are atthith@onsequently, the
owner, consuming public and other traders and sivale the parties
involved in a trademark context; this phenomenol lbé referred to as
the “trademark formula”.

Definition 7: Cultural and Expressive Uses

The Economic-Social Planning theory argues in fawaensuring the
right of the consuming public to use trademarkscfdtural and expressive
uses’! The forms of cultural and expressive uses are fioldnifrom
amongst of which are parodistic uses and usesfoparative advertising.
These uses, as part of the fundamental human ofginte speech, aim to
protect the speaker’s interest in communicatingasdand information,
and/or safeguarding the audience’s interest in iveee ideas and
information, and/or ensuring the public’s interesspeecit?

In this book, parody, in particular, is taken as example of the
relevance of the Economic-Social Planning theamy,many reasons. For
instance, parody is an example which involves thetrof the speaket’
and the public interest.In any case, parody also maintains the right ef th
public to receive the information. By contrast, ttese of comparative
advertising, for example, focuses mainly on thehtrigf rivals to use
trademarks of others to explain the features df ffr@ducts, therefore, the
rights of the public are less apparent in this case

%0 CDG PickeringTrade Marks in Theory and Practice (1% edn Hart Publishing
Oxford 1998) 97-98.

51 See ch 2 pp 52-56.

52 E BarendtFreedom of Speech (2" edn Oxford University Press Oxford 2005)
23-30.

53 When the parody is done by an individual.

¥ When a group of people use the mark to expregsitieas.
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The Road Map

The purpose of Chapter Two is to discuss the differideologies
justifying trademarks. It starts with the utilitan and economic
justification for trademarks, which forms the grdsnfor the current
expansion in trademark owners’ rights. It will g@ed that the premises
of this theory are not based on solid ground. Hawethis chapter
supports partial adherence to the utilitarian atmhemic justification, on
the grounds that trademarks do reduce and lowesurnar search costs.
Nevertheless, this necessitates other theoretiaahefworks, in order to
define the protectable parties and the scope feir fhrotection. In the
search for more theoretical clarity, the validitiyLaocke’s labour theory
and Hegel's personhood approach will be evaludtealill be argued that
the labour theory, which was designed to coveritdegoroperty, over-
compensates trademark owners. Similarly, the Hegedpproach fails to
justify trademarks. The main argument for rejectihg theory is that it
presupposes that any piece of property is partsobwner’s will, and is
thus inalienable. This theory fails to justify thienability of trademarks
from one owner to the other. However, the interiembf the last theory,
the Social-Planning theory, is essential in prowidithe limits and
boundaries of the trademark owner’s rights. It ddriie role of the public
in the creation of the mark and draws a balancesdst the rights of the
owner and the public, by granting the public thétiement to cultural and
expressive uses, because they contribute to tldiameof trademarks. The
conclusion of this second chapter lies in the adapbf the suggested
framework, which is the Economic-Social Planningtfee justification of
trademarks.

The third chapter develops an argument as to thetiins of
trademarks, in the light of the suggested theakframework in chapter
two. It argues that the source and origin functisrthe only primary
function of trademarks, and forms the real ratiobasis for trademark
protection. As such, the proper implementationhig function is to adopt
the confusion concept as the test for assessimgrivark infringement.
The adoption of the confusion test fulfils the mialaims of the suggested
theory. It ensures proper protection to all pariiethe trademark formula.
More importantly, this argument is capable of pdivj extra protection
for owners of well-known trademarks, namely in pbitng any use of
the well-known mark over dissimilar products, ifchua use causes any
confusion to the public. As such, this chapter mtes a practical
application to the suggested theoretical framewattempting to combine
theory with practice.



